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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD^^F 

THE MAILING DATE OF THIS, COMIVIUNICATION; ' ." - - - - - - - . . . .. . . . 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
' " after SIX (6) MONTHS from the niailing date of this communication. \ 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the apjslication to become ABANDONED (35 U.S. C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Respohsive to commuhication(s) filed on 18 June 2003 . 
2a)n This action is FINAL. 2b)EI This action Is non-final. 

3) n Since this application is in condition for allowiance except for fornnal matters, prosecution as to the nnerits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) S Clainn(s) 1.4 and 6-20 is/are pending in the application. 

4a) Of the abbve clainn(s) 4,8-10 and 12-20 is/are withdrawn fronn consideration. 

5) G Claim(s) is/are allowed. 

6) 1X1 Claim(s) 1,6 and 7 is/are reiected. 

7) ^ Clairn(s) 1± is/are objected to. 

8) Q Clainn(s) ■ . are subject to riestriction and/or election requirement. 
Aj3plication Papers 

9) [II the specificatiori is objected to by the Examiner. 

1 0)[I] The drawing(s) filed on . . , is/are: a)n accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )^ The proposed drawing correction filed on 18 June 2003 Is: a)K approved b)[I] disapproved by the Examiner. 

If approved, corrected drawings are required In reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Pnority under 35 U.S.C. §§ 119 and 120 

13) IE1 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(aHd) or(f). 

a)|ElAII b)n Sortie *c)n None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.|Ii Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is hiade of a claiim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attach ment(s) 

1) 13 Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) Paper No(s). . 

2) [U Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) CH Notice of Infomrial Patent Application (PTO-152) 

3) □ information Disclosure Statement(s)(PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 
~ ^^^^ Under 37 CFR 1 Ai4 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicaht's subhiission filed on 
06/18/03 has been entered. 

Response to Arguments 

2. Applicant's arguments, see Remarks in Request for Continued Examination, filed 
6/18/3, with respect to the rejection of claims 1 , 6-7 and 1 1 have been fully considered 
and are persuasive, because Petrosino does not teach that the gate of the first MOS 
transistor is; insulated from the gate of the second MOS transistor. Therefore, the 
rejection based on Petrosino has been withdrawn. However, upon further consideration 
and search, new grounds of rejection have been discovered through Keown et al 
(5,286,656), who teach that for testing purposes a CMOS is connected in such a 
manner that said gates are in contact with respective test voltage outlets that are used 
respectively. Accordingly, new rejections for claims 1 , 6 and 7 are presented. Although 
with the present rejection of claim 1 rejoinder of any previously non-elected claims 
cannot be allowed in any case, the examiner further reminds Applicant that a recitation 
of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the 
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claimed invention from the prior art. If the prior art structure is capable of performing the 
intended use, then-it meets-the claim. In a claim drawn to a process of making, the- 
intended use must result in a manipulative difference as compared to the prior art. See 
In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). 

Claim Rejections - 35 USC §102 

3, The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

~ (b) the inveritioh was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, nnore than one year prior to the date of application for patent in the United 
States. 

4. Claim 1 and 6-7 are rejected under 35 U.S.C, 102(b) as being anticipated by 
Keown et al (5,286,656). Keown et al teach (cf. Figure 2) a seiniconductor device 
comprising: 

a) a second MOS transistor (either TPMOS or TNMOS depending on 
whether the substrate of wafer is N-type or P-type), including a portion (S of 
TNMOS in case second MOS transistor is TNMOS; D of TPMOS in case second 
MOS transistor is TPMOS) that can be measured by a fluctuation in a potential; 

b) a wire having a first end and second end (wire connecting S of TNMOS 
and D of TPMOS), the second end being connected with said portion that can be 
measured; arid 

c) an observation part including a pn junction that can be irradiated with a 
laser beam to detect said fluctuation in potential, wherein: 
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1 ) said observation part includes a first IVIOS transistor (tine other of the 
.jT-pj\/IOS and TNIVIOS transis^^ 
having: 

i) a source/drain region (D of TPMOS if TPMOS is said first transistor, and 
S of TNMOS if TNMOS is said first MOS transistor) including a first innpurity 
region of first conductivity type (P-type for TPMOS, N-type for TNMOS), that is 
connected to said first end of said wire and that is fornned within a second 
impurity region of second impurity type (N-type for TPMOS as first MOS 
transistor, P-type for TNMOS as first MOS transistor); and 

ii) a gate electrode that is electrically insulated from a gate electrode of 
said second MOS transistor (please note that the gate of the TNMOS transistor is 
connected to a test voltage outlet DBP1 while the gate of the TPMOS transistor 
is connected to another test voltage outlet DBP2, while "respective test voltages 
are applied at test bond pads DBP1 and DBP2: hence these test voltages are 
independent and consequently DBP1 and DBP2, and hence the gates of the 
TNMOS and TPMOS transistors, are not electrically connected). 

Although not specifically spelled out in Keown et al the existence of a 
substrate of a specific conductivity type and a well around either the TNMOS or 
TPMOS of opposite conductivity type depending on whether said substrate 
conductivity type is N-type or P-type is inherent in the CMOS device of Keown et 
al (cf. col. 4, lines 46-59) tested according to the description (cf. column 4, line 60 
-column 6, line 43 and Figure 2) in Keown et al. 
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Although Keown et al do not teach ad a) that said portion is measured by 

-fluctuation in potential, nor ad c) that said observation part is irradiated with a 

laser beam to detect said fluctuation in potential only the actual structure and not 
the use of the device is relevant to the presently elected invention (see Papers 4 
and 6). Applicant is reminded that a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and 
the phor art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. In a claim drawn to a process of making, the intended use must 
result in a manipulative difference as compared to the prior art. See In re Casey, 
152 USPQ 235 (CCPA 1967) and in re Otto, 136 USPQ 458, 459 (CCPA 1963). 

In conclusion, Keown et al anticipate claim 1. 

On claim 6: because current and voltage measurements are carried out and the 

current is known to be a function of gate characteristics (cf. column 5, lines 1 1-45) 

Keown et al actually carries out testing of the gates. 

On claim 7: the said portion that can be measured is indeed either the source of 

TNMOS or the drain of tPMOS (see above, the discussion of claim 1 ). 

Allowable Subject Matter 

5. Claim 11 \s objected to as being dependent upon a rejected base claim, but 

would be allowable if rewritten in independent form including all of the limitations of the 

base claim and any intervening claims. The following is a statement of reasons for the 



Application/Gontrol Number: 09/931,104 



Page 6 



Art Unit: 2826 

indication of allowable subject matter: Keown et al do not teach that said first MOS 
transistor to include a third impurity region connected to-said wire. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Johannes P Mondt whose telephone number is 703- 
306-0531. The examiner can normally be reached on 8:00 - 18:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan J Flynn can be reached on 703-308-6601. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0956. 

JPM 

October 19, 2003 



Conclusion 




